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DETAILED ACTION 

Response to Amendment 

1 . Amendments to claims 2 - 11 , 1 5, 1 7 and 26, cancellation of claim 1 , and 
addition of new claims 46 - 48, filed on February 19, 2004, have been entered in the 
above-identified application. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Request for Continued Examination 

3. The Request for Continued Examination (RCE) under 37 CFR 1 .53 (d) filed on 
February 19, 2004 is acceptable and a RCE has been established. An action on the 
RCE follows. 

Examiner's Comments 

4. Regarding the limitation(s) "interference effect" in claims 2 - 48, the Examiner has 
given the term(s) the broadest reasonable interpretation(s) consistent with the written 
description in applicant's specification as it would be interpreted by one of ordinary skill 
in the art. In re Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 1023, 1027 (Fed. Cir. 
1997); In re Donaldson Co., Inc., 16 F.3d 1 190, 1192-95, 29 USPQ2d 1845, 1848-50 
(Fed. Cir. 1994). See MPEP 211 1. Specifically, the Examiner notes that an interference 
effect can occur from reflection and/or absorption of light on the coating or the 
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"reflections and interferences taking place at the boundary surfaces of said patterns" 
(page 2 of specification), where applicant is reminded that boundary surfaces exist 
along the sides of objects/coatings, as well as exposed surfaces (or surfaces contacting 
the substrate). Hence, letters, symbols, etc. are all deemed "interference effects" since 
the interaction of the behavior of the light from the surface of the symbol versus the 
surface at the boundary surrounding the symbol allows for visible contrast, thereby 
distinguishing the symbol from the background. Finally, the Examiner notes that 
applicant has even included "an extreme example of the interference effect a case 
where the interference phenomenon is not observed at all, for instance when rays of 
light are reflected from a completely uncoated surface" {page 7 of specification). 

Specification 

5. Applicants should remove the term "Figure 4" from the abstract since it appears 
to have been accidentally included. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
nnaking and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claims 47 and 48 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
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one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. While applicant has support for the 
base/support film being transparent {pages 2 - 3), applicant does not have support for 
"both of said first and second coating layers are substantially transparent". 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 19 and 20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention for the reasons of record as set forth in Paragraph 
No. 4 of the Office Action mailed on June 18, 2003. 

Claim Rejections - 35 USC § 102 

10. Claims 2, 3, 1 1 - 15. 17 -29. 31 -37, 41 -44 and 46-48 are rejected under 35 
U.S.C. 102(e) as being anticipated by Curiel (U.S. Patent No. 5,913,543). 

Regarding claims 17. 41 -44 and 46, Curiel discloses a method for forming an 
optical coating for creation of an interference phenomenon at visible wavelength of light 
onto a surface of an object {Abstract), which object has a first area {Figure 5, area 146 
and coL 9, lines 1 - 22) and a second area on the surface of an object {Figure 5, any 
area other than area 146, such as area 41 oruncoated outer areas), comprising the 
steps of forming a first coating layer on said first area {area 146 and col. 9, lines 1 - 22), 
having a thickness and optical properties for creating a first interference effect at a 
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predetermined wavelength of visible light {coL 9, lines 1 - 22; wherein it is disclosed that 
area 146 displays a pattern that is invisible to the naked eye), and forming a second 
coating layer, on said second area {e.g. any area other than area 146 in Figure 5), 
having a thickness and optical properties for creating a second interference effect at 
said predetermined wavelength of visible light {i.e. any of the visible reflected patterns, 
such as the text printing, is an interference effect that is different than the reflected 
patterns of area 146, which are invisible to the naked eye due to their size), wherein 
said second interference effect is different from said first interference effect, and one of 
said first and second interference effects is visible, and the other invisible to the naked 
eye {ibid). 

Regarding claims 2, 3, 18 and 19, Curiel discloses second areas meeting 
applicant's claimed limitations {Figure 5, uncoated areas or the coated hologram, area 
41). 

Regarding claims 1 1 - 1 3, 21 , 22, 25 - 29, and 31 - 37, the limitation(s) in these 
claims are (an) intended use limitation(s) and are not further limiting in so far as the 
structure of the product is concerned for the reasons cited above. However, the 
Examiner notes the Curiel discloses many comparable/overlapping uses of the object 
and/or identifiers {Figures, col. 1, lines 16-21,30- 36, and 39 - 40, col. 3, lines 14 - 
16; and coL 5, lines 28 - 39). It is deemed that the disclosed invention would have 
been capable of being used in/as the claimed limitations, thereby meeting the intended 
use claims. 
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Regarding claims 14 and 15, Curiel discloses identifiers meeting applicants' 
claimed limitations {Figure 5 and coL 9, lines 1 - 22). 

Regarding claim 20, Curiel discloses multiple coating layers in the area 
designated by the numbers "07" in Figure 5 and by the numbers "96" in Figure 5 (co/. 7, 
lines 50 - 64 and the Examiner notes that the text is a "coating layer" applied over the 
underlying coating layers shown in Figure 5). 

Regarding claims 23 and 24, Curiel discloses coatings comprising both metal 
compounds and non-metallic compounds (coA 8, lines 5- 6 and coL 9, lines 8 -11), 

Regarding claims 47 and 48, Curiel discloses forming multiple transparent areas 
on the surface of the object {Figure 5, elements 146 and 41 42; coL 7, lines 50 - 52; 
col. 9, lines 1-21; and coL 10, lines 38 - 48). 

Claim Rejections - 35 USC §103 

1 1 . Claims 4-6 and 8 - 1 0 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Curiel as applied above, and further in view of Prince et al. (U.S. 
Patent No. 5.605,759) and Dobrowolski (EP 181,770 A2). 

Curiel is relied upon as described above. 

Curiel fails to disclose the claimed coating methods. 

However, the claimed coating methods are all known coating methods for 
applying diverse coatings to surfaces {see Dobrowolski, page 18, line 32 bridging page 
19, line 1 and Prince et ai, Title and coi 2, lines 53 - 64). The Examiner deems that 
the determination of an appropriate coating/deposition technique would be within the 
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knowledge of one of ordinary skill, depending on the type of coating to be applied, the 
cost of the coating method and the production facilities available. 

It would therefore have been obvious to one of ordinary skill in the art at the time 
of the applicant's invention to modify the device of Curie! to utilize a deposition/coating 
technique known in the art to one of ordinary skill, depending on the type of coating to 
be applied, cost and production facilities available. 

12. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Curiel as 
applied above, 

Curiel is relied upon as described above. 

Curiel fails to explicitly disclose adding tinting meeting applicant's claimed 
limitations. 

However, Curiel teaches coating documents and printing on said documents 
{Figure 5) and using colored (i.e. tinted) inks is deemed a matter of obvious design 
choice, depending on the desired aesthetics of the finished product. 

It would therefore have been obvious to one of ordinary skill in the art at the time 
of the applicant's invention to modify the device of Curiel to utilize a tinting meeting 
applicant's claimed limitations, since it is an obvious matter of design choice within the 
knowledge of one of ordinary skill in the art. 
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13. Claims 16 and 45 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Curiel as applied above, and further in view of Pennace (U.S. Patent No. 
5,296,949). 

Curiel is relied upon as described above. 

Curiel fails to disclose the invisible identifier as being detected by photon 
radiation. 

However, the Examiner deems that invisible identifier used by Curiel (invisible 
due to small size) and invisible identifiers readable by photon radiation are known 
equivalents in the field of security markings for documents, as evidenced by Pennace, 
which teaches that using security markers visible only to infrared or ultraviolet light (i.e. 
"photon radiation") are known in the art {coL 1, lines 20 - 28). 

Substitution of equivalents requires no express motivation as long as the prior art 
recognizes the equivalency. In the instant case, security identifiers that are invisible 
due to their extremely small size and security identifiers that are invisible except under 
photon radiation are equivalents in the field of optically invisible security identifiers. In 
re Fount 213 USPQ 532 (CCPA 1982); In re Siebentritt 152 USPQ 618 (CCPA 1967); 
Graver Tank & Mfg. Co. Inc. v. Linde Air Products Co. 85 USPQ 328 (USSC 1950). 

It would therefore have been obvious to one of ordinary skill in the art at the time 
of the applicant(s) invention to modify the device of Curiel to use an invisible identifier 
meeting applicant's claimed limitations, since substitution of known equivalents is within 
the capability of one of ordinary skill in the art. 
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14. Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over Curiel as 
applied above, and further in view of Antes et al. (U.S. Patent No. 4,984,824). 

Curiel is relied upon as described above. 

Curiel fails to disclose a coating thickness meeting applicants claimed 
limitations. 

However, the Examiner deems that it would have been obvious to one having 
ordinary skill in the art to have determined the optimum value of a cause effective 
variable such as the coating thickness through routine experimentation, especially given 
the teachings In Antes et al. regarding appropriate thickness values for visible and 
invisible coatings {col. 2, lines 19 - 40 and lines 64 - 65; coL 3, lines 49 - 51; and coL 
4, lines 6-14 and lines 54 - 57), In re Boesch, 205 USPQ 215 (CCPA 1980), In re 
Woodruff, 16 USPQ2d 1934, 1936 (Fed. Cir. 1990). 

It would therefore have been obvious to one of ordinary skill in the art at the time 
of the applicant(s) invention to modify the device of Curiel to use a coating thickness 
meeting applicant(s) claimed limitations, since the optimization of a known cause- 
effective variable is within the capabilities of one having ordinary skill in the art. 

15. Claims 38-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Curiel as applied above, and further in view of the state of the prior art. as evidenced by 
Lasch et al. (U.S. Patent App. No. 2002/0145049 Al). 

Curiel is relied upon as described above. 
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Curiel fails to disclose using lunninous material meeting applicants' claimed 
limitations. 

However, Curiel teaches coating documents and printing on said documents 
{Figure 5) and using luminous inks/materials is deemed a matter of obvious design 
choice known to one of ordinary skill in the art {see Lasch et al., Paragraphs 0038 and 
0045), depending on the desired aesthetics of the finished product. 
It would therefore have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to modify the device of Curiel to utilize a luminous material meeting 
applicants claimed limitations, since it is an obvious matter of design choice within the 
knowledge of one of ordinary skill in the art. 



Response to Arguments 
1 6. The rejection of claims 2 - 48 under 35 U.S.C § 1 02(e) and/or 1 03(a) - Curiel, 
alone or in view of various references 

Appljcant(s) argue(s) that "the interference effect with visible light requires that 
visible light must interfere with itself or with another light source" {page 11 of response) 
and that Prince et al., Dobrowolski and Pennace are not analogous to the present 
method claims. The examiner respectfully disagrees. 

The examiner notes that the specification is not the measure of the invention. 
Therefore, limitations contained therein can not be read into the claims for the purpose 
of avoiding prior art. In re Sporck, 55 CCPA 743, 386 F.2d 924, 155 USPQ 687 (1968). 
In the instant case, the limitation "interference effect" is not limited to the requirement 
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that "visible light must interfere with itself or with another light source" and must be 
given the broadest reasonable interpretation(s) consistent with the written description in 
applicant's specification as it would be interpreted by one of ordinary skill in the art. In 
re Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 1023, 1027 (Fed. Cir. 1997); In re 
Donaldson Co,, Inc., 16 F.3d 1190, 1192-95, 29 USPQ2d 1845, 1848-50 (Fed. Cir. 
1994). See MPEP 2111. For clarity, the Examiner has clarified the interpretation of 
"interference effect" in Paragraph 4, above. 

Regarding the argument that the above references are not analogous to the 
present method claims, the Examiner notes that the above mentioned references are all 
directed to the field of coating technologies and/or solve similar problems to the Curiel 
invention, and are hence analogous to Curiel. 



Conclusion 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin M Bernatz whose telephone number is (571) 272- 
1505. The examiner can normally be reached on M-F, 9:00 AM - 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul Thibodeau can be reached on (571) 272-1516. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Kevin M. Bernatz 
Patent Examiner 



May 10, 2004 



